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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Claim 15 is rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the treatment of bacterial infection, does not 
reasonably provide enablement for the treatment of microbial infection. The 
specification does not enable any person skilled in trie art to which it pertains, or with 
which it is most nearly connected, to use the invention commensurate in scope with 
these claims. 

A conclusion of lack of enablement means that based on the evidence regarding 
each of the factors below, the specification, at the time the application was filed, would 
not have taught one skilled in the art how to use the full scope of the claimed invention 
without undue experimentation. 

(A) The breadth of the claims. 

Claim 1 5 encompasses the treatment of all microbial infections, including viral 
infection. 

(B) The state of the prior art. 

Erythromycin derivatives are well known antibacterial agents. 

(C) The amount of direction provided by the inventor. 

The inventor has failed to provide any^direction as to which other microbial 
infections, besides bacterial infections, can be treated by the claimed method. 

(D) The existence of working examples. 

The working examples are limited to the effect of the claimed compounds against 
bacterial infections. 

(E) The level of predictability in the art. 
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A person having ordinary skill in the art at the time the claimed invention was 
made would not have been able to predict on the basis of antibacterial activity of the 
compounds, whether said compounds would also be effective for the treatment of other 
types of microbial infections, such as viral infections. 

Claim 10 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

It is not clear what is encompassed by the terminology "groups convertible to"9 
all occurrence). Convertible under which conditions? Further, it is not clear from claim 
10 how the resultant compound of formula (I) is converted into a pharmaceutically 
acceptable derivatives. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-7, 9, 14 and 15 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Ma et al (US2002/0019355). 

Ma et al disclose pharmaceutical^ acceptable derivatives of the claimed 
compounds and their use as antibacterial agents. 

Claims 1-7, 9, 10 and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Alihodzic et al (US 2005/0080025 A1) in view of Ma et al (U.S. 
2002/0019355). 

Alihodzic et al disclose closely analogous erythromycin derivatives (pages 1-2) 
having antibacterial activity and a process for preparing said compounds. The only 
difference between the claimed compounds and the reference's compounds is at the 9- 
position i.e. the reference's compounds do not containe an oxime group at the 9- 
positoion. However, since erythromycin derivatives having an oxime group art the 9- 
position were well known in the art at the time the claimed invention was made as 
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disclosed by Ma et al, a person having ordinary skill in the art at the time the claimed 
invention was made would have been motivated to modify the compounds disclosed by 
Alihodzic et al at the 9-position in accordance with the teaching by Ma et al because 

such a person would have expected the resulting compounds to possess antibacterial 

A 

activity. | f 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elli Peselev whose telephone number is (571) 272- 
0659. The examiner can normally be reached on 8.00-4.30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia Jiang can be reached on (571) 272-0627. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative 6r accessjto the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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